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„ Tne MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory ^'"[^^[^f^O) days wjll be conside red J m ^ m 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the ma.lmg date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if Kmely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ES1 Responsive to communication(s) filed on 10 October 2003 . 
2a)IE This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) El Claim(s) 1-5.7-11,16, 19-22.26.27 and 36-49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-5.7-11.1 6,19-22. 26.27 and 36-49 is/are rejected. 

7) D Claim(s) is/are objected to. 

&*)□ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

I I) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Applicant's arguments filed 10-10-03 have been fully considered but they are not 
persuasive. 

Claim Rejections - 35 (JSC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5, 7-11, 16, 19-22, 26, 27, and 36-49 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The 
ciaim(s) contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. No support for 
applicants' range of solid content values are seen or demonstrated. Applicants have 
support for resin contents, but these can not be presumed to be equivalent and such 
equivalence has not been demonstrated. 

Claims 1-5, 7-11, 16, 19-22, 26, 27, and 36-49 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The 
claim(s) contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. No support for 
applicants' cohesive force to adhesive force relationship limitation is found in the 
supporting disclosure nor has such been demonstrated. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5, 7-11, 16, 19-22, 26, 27, and 36-49 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

When materials recited in a claim are so related as to constitute a proper 
Markush group, they may be recited in the conventional manner (selected from the 
group "consisting of A,B, and C) or alternatively (selected from A, B, or C). See 
M.P.E.P. 706.03(y). Applicants need to remedy their listing of release agents according 
to this requirement. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 7-11, 16, 19-22, 26, 27, and 36-49 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Duan et al. (5, 608,000). 

Duan et al. discloses aqueous polyurethane dispersions used in the making 
polyurethane coatings in the presence of solvent and other additives known to the art 
(see the entire document). Duan et al. differs from the claims in that not every modifier 
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or their respective amounts is recited by its disclosure. However, Duan et al. 
acknowledges employment of additives known to the practitioners such as thickeners, 
pigments, and other water based polymers. Accordingly, it would have been obvious to 
have utilized modifying agents for the purpose of imparting their modifying effect in the 
preparations of Duan et al. in order to arrive at the products of applicants' claims with 
the expectation of success in the absence of a showing of new or unexpected results 
attributable to the employment of additives including release agents, propellants, dyes, 
pigments, filler/thickeners, profoamers, defoamers, anti-skinning agents, antioxidants, 
surfactants, and plasticizers which all have known and studied effects as additives in 
preparations of the instant concern. 

Applicants' arguments with regard to Duan et al. have been considered. 
However, rejection is maintained for the reasons set forth above. The reference is not 
seen to be limited to the selection of its preferred solvents. Further, not all claims 
require the presence of solvent as alleged. Applicants' ability to blend their materials at 
ambient conditions is not seen as distinguishing over the art. The reference to process 
distinctions is not distinguishing of the products. Finally, applicants' functional 
language's meaning as a limitation is not well understood and can not be interpreted 
from the disclosure, as its support can not be found in the supporting disclosure. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a), Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John m Cooney whose telephone number is 703-308- 
2433. The examiner can normally be reached on M-F from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, james seidleck, can be reached on (703) 308-2462. Any inquiry of a 
general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 703-306-5665. The 
centralized facsimile number is (703) 872-9306. The changes are effective October 1 , 
2003. 




John m CTxJney . 
Primary Examiner 
Art Unit 1711 



